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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5, and 10-35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over disclosed prior art (the specification, from page 2, line 1 to 
page 3, Iine19) in view of JACKIE CHAN FAN CLUB AUSTRALIA REPORTING 
THE VIDEO PIRATES (CHAN hereinafter, 

http://www.geocities.com/Hollvwood/Set/8801/icreport.htmL pgs 1-7). 
Re claim 1. The disclosed prior art shows a method for facilitating reporting of 
patent infringements, the method comprising: obtaining a report of patent 
infringement activity from a reporter, the reporter having an identity; presenting 
information comprising the report to an interested party (i.e., see "only big 
infringements will be the ones reported in this case", see page 2, lines 25-26, 
also see "of course an infringement discoverer may negotiate such a fee", page 

2, lines 19-20). The disclosed prior art does not expressly disclose the method 
stated supra comprising: protecting the identity of the reporter. However, CHAN 
discloses piracy-reporting process wherein the reporter is offered identity 
protection (i.e., informants can remain anonymous, see pg 2, lines 12-14, and pg 

3, line 14). Further, anonymous communication is a well-known communication 
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process that has been successfully used for decades in equity trading whereby 
trading parties trade with one another anonymously over a communication 
network. Thus, it would have been obvious to one of ordinary skill in the art to 
use the conventional reporting method disclosed in the prior art in combination 
with CHAN or in combination with the well known anonymous communication 
method stated supra to protect reporter's identity, leading to frequent 
infringement reporting. 

Re claim 2. The disclosed prior art discloses a method wherein the interested 
party is a patent owner (i.e., companies with strong licensing programs typically 
have 4-30 people dedicated to the task of policing their portfolio, see pg 2, Iines7- 
8). 

Re claim 3. The disclosed prior art does not explicitly disclose a method further 
comprising receiving compensation for the presenting. CHAN makes this 
disclosure (i.e., there is a reward of up to HK$1 00,000 for information that leads 
to an arrest and/or to seizure of pirated goods, see CHAN pg 2, last 2 lines). 
Thus, it would have been obvious to one of ordinary skill in the art to implement 
the reward process of CHAN in the conventional reporting method disclosed in 
the prior art to motivate infringement reporters to report more cases of patent 
infringement. 

Re claim 4. The disclosed prior art does not explicitly disclose a method 
comprising providing compensation to the reporter for the report. CHAN makes 
this disclosure (i.e., there is a reward of up to HK$1 00,000 for information that 
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leads to an arrest and/or to seizure of pirated goods, see CHAN pg 2, last 2 
lines). Thus, it would have been obvious to one of ordinary skill in the art to 
implement the reward process of CHAN in the conventional reporting method 
disclosed in the prior art to motivate infringement reporters to report more cases 
of patent infringement. 

Re claim 5. Neither the disclosed prior art nor CHAN expressly discloses a 
method further comprising persisting and organizing the report in a database 
containing similar reports. However, it is well-known that businesses always keep 
and organize important information in a database for easy access. Thus, it would 
have been obvious to one of ordinary skill in the art to organize the report in a 
database containing similar reports for easy access and retrieval of the said 
reports. 

Re claims 10-11. Claims 10 and 11 recite similar limitations to claim 1, and thus 
rejected using the same art and rationale in the rejection of claim 1 . 
Re claim 12. The limitation "wherein the identity of the reporter is protected 
during the presenting" is part of the limitations recited in claim 1, and thus 
rejected using the same rationale in claim 1 . 

Re claim 13. The disclosed prior art discloses a method wherein multiple reports 
are obtained by the obtaining and multiple reports are presented by the 
presenting (i.e., only big infringements will be the ones reported, see pg 2, lines 
25-27). 
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Re claim 14. The disclosed prior art does not expressly disclose a method 
further comprising classifying the multiple reports. However, CHAN makes this 
disclosure (i.e., all such information will be treated in strict confidence, see page 
3, the last line under Customs and Excise Department). Thus, it would have been 
obvious to one of ordinary skill in the art to implement CHAN's method in the 
disclosed prior art to protect reporter's identity, leading to frequent infringement 
reporting. 

Re claim 15. The disclosed prior art further discloses a method wherein the 
violation is an infringement of an intellectual property right (i.e., patent 
infringement, page 1, lines 10-12). 

Re claim 16. The disclosed prior art further discloses a method as stated supra 
wherein the intellectual property right is related to a one or more rights selected 
from a group consisting patents, copyrights, trademarks, trade dress, trade 
dilution, trade secrets, and unfair competition (see pg 1, lines 10-12). 
Re claim 17. The disclosed prior art discloses a method wherein the violation is 
a violation of one or more laws selected from a group consisting of environmental 
laws and customs laws (i.e., Patent/Trademark infringement, which is nothing but 
a violation of custom laws). 

Re claim 18. Claim 18 recites similar limitations to claim 2, and thus rejected 
using the same art and rationale in the rejection of claim 2. 
Re claim 19. Claim 19 recites similar limitations to claim 3 above, and thus 
rejected using the same art and rationale in the rejection of claim 3. 
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Re claim 20. Claim 20 recites similar limitations to claim 4 above, and thus 

rejected using the same art and rationale in the rejection of claim 4. 

Re claim 21. Claim 21 recites similar limitations to claim 5 above, and thus 

rejected using the same art and rationale in the rejection of claim 5. 

Re claim 22. Claim 22 recites similar limitations to claim 6y above, and thus 

rejected using the same art and rationale in the rejection of claim 6. 

Re claim 23. Claim 23 recites similar limitations to claim 7 above, and thus 

rejected using the same art and rationale in the rejection of claim 7. 

Re claim 24. Claim 24 recites similar limitations to claim 8 above, and thus 

rejected using the same art and rationale in the rejection of claim 8. 

Re claim 25. Claim 25 recites similar limitations to claim 9 above, and thus 

rejected using the same art and rationale in the rejection of claim 9. 

Re claim 26. The disclosed prior art does not disclose a method wherein the 

obtaining comprises receiving report via the Internet. CHAN makes this 

disclosure (i.e., information may also be furnished via E-MAIL if directed to the 

email hotline, hotline@mpaa.org , see page 3, The Motion Picture Association of 

America). Thus, it would been obvious to one of ordinary skill in the art to 

implement CHAN's in the disclosed prior art to provide nomadic access to 

reporters, leading to increase in patent infringement reporting. 

Re claim 27. The disclosed prior art does not disclose a method wherein the 

obtaining comprises generating Web pages for delivery over the Internet. 

However, CHAN makes this disclosure (i.e., hotline@mpaa.org) . Thus, it would 
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been obvious to one of ordinary skill in the art to implement CHAN's in the 
disclosed prior art to provide nomadic access to reporters, leading to increase in 
patent infringement reporting. 

Re claims 28-31, and 33. Claims 28, 29, 30, 31 and 33 recite similar limitations 
to claim 1, and thus rejected using the same art and rationale in the rejection of 
claim 1. 

Re claim 32. Claim 32 recites similar limitations to claim 15 above, and thus 
rejected using the same art and rationale in the rejection of claim 15. 
Re claim 34. Claim 34 recites similar limitations to claim 21 above, and thus 
rejected using the same art and rationale in the rejection of claim 21 . 
Re claim 35. Claim 35 recites similar limitations to claim 15 above, and thus 
rejected using the same art and rationale in the rejection of claim 15. 
3. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over The 
disclosed prior art in view of CHAN and further in view of subpart 227.70-- 
infringement claims, licenses, and assignments (SUB hereinafter, 
http://www.acq.osd.mil/dpap/dars/dfars/html/current/227 70.htm , pgs 1-6). 
Re claim 6. The disclosed prior art further discloses a method wherein the 
reporter is an infringer (i.e., only big infringements will be the ones reported in 
this fashion, see pg 2, lines 25-27). Neither The disclosed prior art nor CHAN 
discloses the method further comprising facilitating a resolution of an 
infringement conflict between the interested party and the infringer. However, 
SUB makes this disclosure (see Requirements for filing an administrative 
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claim for patent infringement, pgs 1-3). Thus, it would have obvious to one of 
ordinary skill in the art to combine the conventional method disclosed in the prior 
art and CHAN with SUB to make sure that all necessary steps are taken to settle 
administratively the infringement claims prior to suit against the infringer. 
Re claim 7. Neither the disclosed prior art nor SUB discloses a method wherein, 
during the facilitating, the identity of the infringer is protected. However, CHAN 
discloses piracy-reporting process wherein the reporter is offered identity 
protection (i.e., informants can remain anonymous, see pg 2, lines 12-14, and pg 
3, line 14). Further, anonymous communication is a well-known communication 
process that has been successfully used for decades in equity trading whereby 
trading parties trade with one another anonymously over a communication 
network. Thus, it would have been obvious to one of ordinary skill in the art to 
use the disclosed prior art reporting method in combination with CHAN and SUB 
or the well known anonymous communication method stated supra to protect 
reporter's identity, leading to frequent infringement reporting. 
Re claim 8. Neither the disclosed prior art nor CHAN discloses a method further 
comprising facilitating transfer of fee resulting from the resolution from the 
infringer to the interested party. SUB makes this disclosure (see Investigation 
and administrative disposition of claims, 227.7006, pg 3 (i.e., the funds of that 
Department only are to be charged in the settlement of the claim), also see 
settlement of indemnified claims, 227.7008, pg 4). Thus, it would have been 
obvious to one of ordinary skill in the art to combine the disclosed prior art with 
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CHAN and SUB to compensate patent owners for their disclosures. 

Re claim 9. Claim 9 recites similar limitations to claim 8, and thus rejected using 

the same rationale in the rejection of claim 8. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OJO O. OYEBISI whose telephone number is (571) 

272- 8298. The examiner can normally be reached on 8:30A.M-5:30P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, HYUNG S. SOUGH can be reached on (571)272-6799. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 




